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(h) Failure of DOE to make a patent
waiver decision within the prescribed
150-day period shall in no way be con-
strued as a grant of the waiver.

§784.7 Class waiver.

This section covers relinquishing of
patent title rights by the Government
to a class of persons or to a class of in-
ventions. The authorization for class
waivers is to be found at 42 U.S.C.
5908(c). Class waivers may be appro-
priate in situations where all members
of a particular class would likely qual-
ify for an advance or identified inven-
tion waiver. Normally, class waivers
are originated by the Department.
However, any person with a direct and
substantial interest in a DOE program
may request a class waiver by for-
warding a written request therefor to
the Patent Counsel. While no par-
ticular format for requesting a class
waiver is prescribed, any request for a
class waiver and any resulting deter-
mination by the Secretary or designee
must address the pertinent objectives
and considerations set forth in
§§784.3(a), 784.4, 784.5, and 784.6.

§784.8 Procedures.

(a) All requests for waivers shall be
in writing. Each request for a waiver
other than a class waiver shall include
the information set forth in §784.9.
Such requests may be submitted by ex-
isting or prospective contractors in the
case of requests for an advance waiver
and by contractors, including successor
contractors at a facility, or employee-
inventors in the case of requests for
waiver of identified inventions.

(b) A request for an advance waiver
should be submitted to the Contracting
Officer (subcontractors may submit
through their prime contractors) at
any time prior to execution of the con-
tract or subcontract, or within thirty
days thereafter, or within such longer
period as may be authorized by Patent
Counsel for good cause shown in writ-
ing. If the purpose, scope, or cost of the
contract is substantially altered by
modification or extension after the
waiver is granted, a new waiver request
will be required. When advance waivers
are granted, the provisions of the
“Patent Rights—Waiver’’ clause set
forth in §784.12 shall be used in con-

§784.8

tracts which are the subject of the
waivers, unless modified with the ap-
proval of the Patent Counsel to con-
form to the scope of the waiver grant-
ed. (See §784.12.) Advance waivers may
be requested for all inventions which
may be conceived or first actually re-
duced to practice under a DOE con-
tract. An advance waiver may also be
requested for an identified invention
conceived by the contractor before the
contract but which may be first actu-
ally reduced to practice under the con-
tract. Such waiver request must in-
clude a copy of any patent or patent
application covering the identified in-
vention, or if no patent application has
been filed, a complete description of
the invention.

(c) A request for waiver (other than
an advance or class waiver) for an iden-
tified invention must be submitted to
the Patent Counsel at the time the in-
vention is to be reported to DOE or not
later than eight months after concep-
tion and/or first actual reduction to
practice, whichever occurs first in the
course of or under the contract, or such
longer period as may be authorized by
Patent Counsel for good cause shown in
writing by the requestor. The time for
submitting a waiver request will not
normally be extended past the time the
invention has been advertised for li-
censing by DOE. If the Government has
already filed a patent application on
the invention, the requestor should in-
dicate whether or not it is willing to
reimburse the Government for the
costs of searching, prosecution, filing
and maintenance fees, in the event the
waiver is granted.

(d) If the request for waiver contains
insufficient information, the Patent
Counsel may seek additional informa-
tion from the requestor and from other
sources. The Patent Counsel will thor-
oughly analyze the request in view of
each of the objectives and consider-
ations and shall also consider the over-
all rights obtained by the Government
in the patent, copyright, and data
clauses of the contract. Where it ap-
pears that a waiver of a lesser part of
the rights of the United States than re-
quested would be more appropriate in
view of the policies set forth, the Pat-
ent Counsel should attempt to nego-
tiate a compromise acceptable to both
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